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REMARKS 

Applicant respectfully requests reconsideration of the present application in view of the 
foregoing amendments and in view of the reasons that follow. 

Claims 2 and 6-10 are cutrently being amended. 

This amendment adds, changes and/or deletes claims in this plication. A detailed 
listing of aU claims that are. or were, in ttie application, irrespective of viiictfier the claim(s) 
remain under examination in flic application, is presented, with an fiOTropriate defined status 
idmtifier- 

Afler amending the claims as set forth above, claims 1-18 are now pending in this 
application, and claim 18 is withdrawn from consideration. 



Objection to the gaims 

Claim 2 was objected to because of a minor informality. Applicant has amended claim 2 
to correct the informality. The objection to claim 2 should now be withdrawn. 



Rejections under 35 U,S,C, § UZ 

Claims 4-6 were rejected under 35 U.S.C. § 112, second paragraph, as allegedly being 
indefinite. Specifically, the Office Action argued fliat the clauns lack essential steps because it 
was not clear ^w those skilled in the art can conclude that colonies have active glucose oxidase 
by only measuring fluorescence or by using a substance that dhanges color in the presence of 
active glucose oxidase." Applicant respectfully traverses this rejection for at least the following 
reasons. 
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Claims4.6depcnd.eithefdirecUyoriiMlixcclly,fix)m Qaim 1 recites the step of 

"screening the colonies to identify colonies vwlh active ghicose Asnotedinthe 
specification, "[t]be test to detezmino whether a given colony contains" active glucose oxidase 
may be conducted in any of a variety of ways." Specification, paragraph [0032], lines 7-8. 
aaim 4 recites a particular embodiment of the "screening" step by "employing a substance that 
changes color in the presence of active glucose oxidase." Siqjport for and description of this 
embodiment is found in the specification at paragraph [0032], lines 1 1-12. Similarly, support for 
the embodiment recited in claim 6 ("checking for fluorescenoe'O is found in the specification at 
paragrqjh [0033], lines 2-4. 

Jn light of the specification, the methods recited in claims 4-6 are sufficiently clear to one 
of skill in the art. Accordingly, the rejection of claims 4-6 under 35 U.S.C. § 1 12 should be 
withdrawn, 

Qaims 7-18 were rejected und« 35 U.S.C. § 112, second paiagr^h, as allegedly being 
indefinite. SpecificaUy, the Office Action argued (hat the metes and bounds of the temi 
"fondionality" were not dear. Applicant has amended claims 7-10 to more clearly recite the 
invention. Specifically, Applicant has amended clanns 7-10 to recite a "predefined, desired 
fimctionality." Applicant notes that fiie specification descaibes an embodiment of the invention 
in which the screening procedute 'involves determining whether a given ^ucose oxidase enzyme 
possesses tiie predefined, desired fimctionality." Specification, paragr^h [0038], lines 1-2. As 
an example of the desired functionality, the specification discloses that screraiing for an raizyme 
"being pr^ared for a biosensor . . . may involve testing whether a given glucose oxidase enzyme 
will work m a sensing device." Thus, claims 7-10, as amoided, and claims 1 1-18 depraiding 
therefiom arc now in definite fonm. Acoordingjy die rejection of claims 7-18 under 35 U.S.C. 
§ 1 12 should be withdrawn. 
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RerectiQnsunde^SSU-S.C. q 

Claims 1-3 and 7-8 were rejected under 35 U.S.C § 1 03(a) as all^edly being 
unpatentable over the combination of Valdes et al (hereinafter *"Valdes*0, Hatzinikolaou et al. 
(hereinafter "Hatzinikolaou) and Stemmer. Further, claims 4-6 and 9-17 were rejected under 35 
U.S.C. § 103(a) as aUegedly being unpatentable over the combination of Valdes, Hatzinikolaou 
and Stemmer and fijxther in view of Wagner and Aldiich Catalog, Applicant respectfully 
traverses these rejections for at least the following reasons. 

Embodiments of the present invention provide for methods for formulating an eii2yme. 
On embodiment of the method, as recited in ind^eudent claim 1, includes ^'growing multiple 
colonies of an organism wifli a glucose oxidase gene, "altering the environment of the colonies; 
and screening the colonics to identify colonies with active glucose oxidase." 

The Office Action cites Valdes as substantially teaching the invention as recited in claim 
1 . However, as conrectly noted by the Examiner, Valdes suggests "that degradation of glucose 
oxidase in a sensor may be prevented by using chemical agrats, as suggested by Valdes et al.** 
Office Action dated June 23, 2006, page 7, lines 9-11. 

Valdes not only does not teach or suggest the features of the present invention, but also 
teaches away from the present invention. Valdes refers to conventional, known "additive" 
methods for addressing peroxide degradation of glucose oxidase. The Examiner argues ttiat one 
of ordinary skill in the art would "use ghacose oxidase mutants that are resistant to peroxide 
degradation." Office Action dated June 23, 2006, page 7, lines 9-13. Howeva, such use is 
neither taught nor suggested by Valdes or any of the other cited references. 

Further the OfiBce Action argues that "combining the teachings of Valdes et al., 
Hatzinikolaou et al» and Stemmer, it would have been obvious to one having ordinary skill in the 
art at the time the claimed invention was made to formulate or produce glucose oxidases" 
according to the claimed invention. Office Action dated July 23, 2006, page 8, lines 12-19. 
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However, the Examiner cites no suggestion or motivation in either Valdes, Hatzinikolaou or 
Stcmmer. To the contraiy, the prior ait teaches that those most skilled in the art were taking a 
wholly difEerent direction to address peroxide degradation of glucose oxidase and, thus, would 
have found it unreasonable to diangetfae course of direction from that of the state of the art. 

In particular, as noted above, Valdes refers to conventional, known "additive" methods 
for addressing peroxide degradation of glucose oxidase. Mutation of glucose oxidase genes and 
screening of mutated glucose oxidase for hydrogen peroxide resistant properties would have been 
a drastic departure from the state of the art and, without the benefit of the present specification as 
a guide, would not have berai obvious to one of ordinary skill in the art. 

More specificaUy, Valdes lefera to completely diflferent directions taken by those most 
skilled in the art, wherdiy the glucose oxidase enzyme is immobilized and attadied to a support 
that deactivates pooxide. ' 'A reference may be said to teach away what a person of ordinary 
skill, upon reading the reference, . . . would be led in a direction divergent fiom the path that was 
taken by the applicant" Tec Air. Inc v. Denso Mfg. Mick Inc., 192 F.3d 1353, 1360, 52 
USPQ2d 1294, 1298 (Fed. Cir. 1999). Valdes directly refers the reader to conventional methods 
of addressing peroxide degradation of ^ucose oxidase that employ additives for destroying or 
neutralizing pwoxide (which is quite different from creating a library of mutated genes and 
screening for desired peroxide resistant properties). As tau^t by Valdes: 

"A long term ranedy of the degradation of GOD by IfcOz could be die immobflization 
and attachment of the enzyme to a simport tiiat deactivates H2O2, as it is being produced. 
Such as study was conducted by CSio , using the peroxide decomposition catalyst, 
activated carbon. In a study conducted by Carter", the beat results were obtained with 
activated carbon, impr^nated with ruthenium. This combination was able to destroy 
hydrogen peroxide and stabilized the en^me." (Valdes, pg. 375. coL 1 . line 1 8 to col 2 
Une6.) 

Not only does Valdes fail to teach or suggest to mutate ghicose oxidase and sa«en 
mutated glucose oxidase for peroxide resistance pn^erties, but, in the above-quoted statement, 
Valdes fiirther teaches to use other, v«y different procedures (conventional in the art) to address 
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degradation etfects of peroxide on glucose oxidase. TTius. the Valdes reference shows that the 
direction taken by those most skilled in the ait involved employing materials, additives, or the 
like fliat deactivate peroxide. 

Tlie fact that the primary reference CValdes) teach away from the clamed invention and 
the combination suggested by the Examiner shows that tiprtma facie case of obviousness has not 
been raised. Numerous Federal Circuit decisions recognize (hat an invention will not be deemed 
obvious in a patent law sense when one or more prior art references 'teach away" from the 
invention. For example, the Federal Qrcuit stated "as ausefol general rule, that references that 
teach awaycannotservctocreateaprimafedecaseof obviousness." McGinleyv. Franklin 
Sports, Inc., 262 F.3d 1339. 1354, 60 USFQ2d 1001 (Fed. Cir. 2001), 

Accordingly, the Office Action fails to establish a prima fecie case of obviousness. 
Accordingly, claims 1-17 are patartable. 

Conclusion 

Applicant believes that the present application is now in condition for aUowance. 
Favorable reoonaderation of the application as amended is respectfully requested. 

The Examinw is invited to contact flie undersigned by tel^hone if it is felt that a 
telephone interview would advance Ae prosecution of the preset application. 

The Commissioner is hereby authorized to charge ai^ additional fees whidi may be 
required regarding this i^jplication under 37 C.F JL §§ 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 50-0872. Should no proper payment be enclosed herewith, as by a check or 
CTcdit card payment form being in the wrong amount, unsigned, post-dated, otherwise improper 
or faformal or even entirely missing, the Commissioner is authorized to charge the unpaid 
amount to Dq>osit Account No. 50-0872. If any extensions of time are needed for timely 
acc^tance of pqiers submitted harewith, Applicant hereby petitions for such extension under 37 
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C.F.R. §1 .136 and aufhorizes payment of any such extensions fees to Deposit Account No 50- 
0872. 



Respectiully submitted. 



FOLEY & LARDNER LLP 
Customer Number: 23392 
Telephone: (3 10) 975-7963 
Facsimile: (3 1 0) 557-8475 



Ted R. Rittmaster 
Attorney for Applicant 
Registration No. 32,933 

By Sanjeev K. Dhand 

Registration No. 5 1 ,1 82 
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